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1) Applicant's election of Group I ( claims 2-20 ) in the reply- 
filed on 11/08/2006 is acknowledged. Because applicant did not 
distinctly and specifically point out the supposed errors in the 
restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). Claims 22-55 are 
withdrawn form further consideration as being non-elected 
invention. 

2) Receipt is acknowledged of papers submitted under 35 
U.S.C. 119(a)-(d), which papers have been placed of record in the file. 

3) The I.D.S filed 3/25/2004 has been considered by the 
Examiner. However, the Japan and/or foreign document (s) , if they 
have not been written in English, are considered to the extent that 
could be understood from the English Abstract and the drawings. 

Noted to applicant : the US publication numbers must contains 
11 digits and following format: YYYY/XXXXXXX, for example, US 

2005/0219979. The US publication documents list on form PTO-1449 was 
uncorrected, which are not searchable to examiner. However, this 
defective has been corrected by the Examiner. If the references 
were listed incorrectly, the IDS will not be considered. 
Form PTO-1449 or PTO/SB/08 is (are) attached herein. 
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4) The title of the invention is not descriptive. A new 
title is required that is clearly indicative of the invention to 
which the claims are directed. The following title is suggested: 

OPTICAL STORAGE MEDIUM HAVING TEST PATTERN FOR MEASURING A 
MODULATION DEGREE DURING RECORDING PROCESS. 

5) The nonstatutory double patenting rejection is based on a 
judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A 
nonstatutory obviousness- type double patenting rejection is 
appropriate where the conflicting claims are not identical, but at 
least one examined application claim is not patentably distinct 
from the reference claim (s) because the examined application claim 
is either anticipated by, or would have been obvious over, the 
reference claim (s) . See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 
1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 
887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA . 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 
528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 
1.321(c) or 1.321(d) may be used to overcome an actual or provisional 
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rejection based on a nonstatutory double patenting ground provided 
the conflicting application or patent either is shown to be 
commonly owned with this application, or claims an invention made 
as a result of activities undertaken within the scope of a joint 
research agreement . 

Effective January 1 , 1994, a registered attorney or agent of 
record may sign a terminal disclaimer. A terminal disclaimer signed 
by the assignee must fully comply with 37 CFR 3.73(b) . 

6) Claims landl8 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being 
unpatentable over claims 1,7 and 35 of copending Application No. 
10/447,201. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because. 

Claims 1,7 and 35 of copending Application No. 10/447,201 recite 
the features as claimed in claims landl8 f with slightly different 
in languages ( it is noted that, any patterns in dedicated- 
reproducing area which includes in lead-in or lead-out areas of 
copending Application No. 10/447,201 could be used for achieving a 
purpose as claimed in claims 1 and 8 of this instant application ) . 
However, this different is not a patentable weight since the body 
of these claims recite the same structures and/or functions with 
each other and this would not make them a patentable distinction. 
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This is a provisional obviousness -type double patenting 
rejection because the conflicting claims have not in fact been 
patented. 

7) Claims landl8 are provisionally rejected on the ground of 
nonstatutory obviousness -type double patenting as being 
unpatentable over claims 1,8,12 and 16 of copending Application No. 
10/630,977. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because. 

Claims l,8,12andl6 of copending Application No. 10/630,977 recite 
the features as claimed in claims land!8, with slightly different 
in languages ( it is noted that, the write protection information 
in lead-in or lead-out areas of copending Application No. 10/630,977 
could be used for achieving a purpose as claimed in claims 1 and 8 
of this instant application ) . However, this different is not a 
patentable weight since the body of these claims recite the same 
structures and/or functions with each other and this would not make 
them a patentable distinction. 

This is a provisional obviousness -type double patenting 
rejection because the conflicting claims have not in fact been 
patented. 
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8) The following is a quotation of the appropriate 
paragraphs of 35 U.S.C. 102 that form the basis for the rejections 
under this section made in this Office action: 

A person shall be entitled to a patent unless - 

9) (b) the invention was patented or described in a printed publication in this 
or a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

10) Claims landl8 are rejected under 35 U.S.C. 102(b) as 
being anticipated by APPLICANTS PRIOR ART ( Figures 1 and 2 ). 

The APPLICANT'S PRIOR ART (Figures 1 and 2 ) discloses a • 
read-only information storage medium as claimed in claim 1, 
comprising : 

a data area which stores user data ( Fig.l, data area is 
after the lead-in area 22 ) ; 

a lead-in area ( Fig.l, Lead-in area ); and 
a lead-out area ( Fig.l, Lead-out area is after data ), 
wherein a pattern for achieving a- purpose is formed in at 
least one of the lead-in area and the lead-out area ( any patterns 
formed on control data zone, buffer zone, reserved zone of 
information zone are capable of achieving a purpose ) . 

As to claim 18, the APPLICANT'S PRIOR ART ( Figures 1 and 2 ) 
shows the purpose of pattern is data reproduction ( Fig.l, control 
data zone ) . 
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11) The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary skill in the art to 
which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

12) This application currently names joint inventors. In 
considering patentability of the claims under 3511.8.0.103(3), the 
examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made 
absent any evidence to the contrary. Applicant is advised of the 
obligation under 37CFR1.56 to point out the inventor and invention 
dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the 
applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 

13) Claims 2-6,9,20,29 and 20 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over APPLICANT'S PRIOR ART ( Figures 1 and 2 ) . 

The APPLICANT'S PRIOR ART ( Figures 1 and 2 ) discloses all 
the subject matter as claimed in claim 2, except to specifically 
show a test pattern for measuring a modulation degree during 
recording process. However, the applicant's prior art (figure 1) 
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contains a reserved zone 100c for adding any desirable new data 
based on the user need. Therefore, one of ordinary skill in the art 
at the time of the invention was made would have been motivated to 
use reserved zone 100c in applicant's prior art (figure 1) to form 
test pattern for measuring the modulation' degree during recording 
process as claimed. 

As to claims 3,4 and 6, it would have been obvious to form test 
patterns as minimum or maximum pits since the test patterns could 
be recorded as any suitable sizes and shapes. 

As to claim 5, it would have been obvious to form test 
patterns period corresponds to ECC block, sector or frame since the 
test patterns periods could be selectively chosen at any desirable 
periods, such as ECC block, sector or frame. 

As to claim 9, it would have been obvious to use test patterns 
for tracking by differential phase detection (DPD) and push-pull 
methods since these technique are old and widely used in the 
optical recording art. 

As to claim 10, the run-length limited (RLL) (d,k) modulation 
is old and widely used for recording information data to optical 
storage medium. 

As to claims 19 and 20, it would have been obvious to form a 
test zone in lead-in or lead-out areas for recording test pattern 
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and measuring asymmetry since the applicant prior art (figure 1) 
already has a reserved zone 100c which could be used to record test 
patterns for any desirable purposes. 

14) Claims 7,8 and 11-17 are objected to as being dependent upon 
a rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base claim 
and any intervening claims. 

15) The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. 

Applicant is reminded that in amending in response to a 
rejection of claims ( if the rejection involves with any applicable 
arts ) , the patentable novelty must be clearly shown in view of the 
state of the art disclosed by the references cited and the 
objection made. Applicant must also show how the amendments avoid 
such references and objections. See 37 CFR § 1.111(c). 

Form PTO-892 is attached herein. 

16) Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to TAN XUAN 
DINH whose telephone number is (571)272-7586. The examiner can 
normally be reached on MONDAY to FRIDAY from 8:00AM to 5:30PM. 

The FAX phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval (PAIR) system . 
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Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov/ . Should 
you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-21 7-91 97 (toll - free ) . 




